Protecting your intellectual property and selling it by Brandon, Simone & Madden Butler, Dunhill
This is the author’s version of a work that was submitted/accepted for pub-
lication in the following source:
Brandon, Simone & Madden Butler, Dunhill (1997) Protecting your intellec-
tual property and selling it. [Working Paper]
This file was downloaded from: http://eprints.qut.edu.au/51525/
c© Copyright 1997 Queensland University of Technology & The Au-
thors
Notice: Changes introduced as a result of publishing processes such as
copy-editing and formatting may not be reflected in this document. For a
definitive version of this work, please refer to the published source:
 
 
 
 
 
 
 
 
PROTECTING YOUR INTELLECTUAL  
PROPERTY AND SELLING IT  
 
 
 
 
Working Paper No. PONC78 
Simone Brandon 
Dunhill Madden Butler 
 
 
 
SPEECH PRESENTED 
 AT THE PROGRAM ON NONPROFIT CORPORATIONS SEMINAR 
 4 February, 1998 
 
 
 
The Program on Nonprofit Corporations is a research unit at the Queensland University of 
Technology.  It seeks to promote research from many disciplines into the nonprofit sector. 
 
The Program on Nonprofit Corporations reproduces and distributes these working papers from 
authors who are affiliated with the Program or who present papers at Program seminars.  They 
are not edited or reviewed, and the views in them are those of their authors. 
 
A list of all the Program=s publications and working papers are available from the address 
below: 
 
8Queensland University of Technology February 1997 
Published by the Program on Nonprofit Corporations 
The Queensland University of Technology 
G.P.O. Box 2434 
Brisbane QLD 4001 
Phone: 3864 1268 
Fax: 3864 1812 
 
ISBN 1 86435 132 2 
ISSN 1037-1516 
2 
Program on Nonprofit Corporations   QUT 
PROTECTING YOUR INTELLECTUAL PROPERTY AND SELLING IT 
 
Introduction 
 
Intellectual Property - group of rights used to protect literary, artistic and industrial property.  
Generally separated into the categories of: 
 
• Copyright 
• Trade marks 
• Designs 
• Patents 
 
But also extends to specific subject matter of plant variety rights and circuit layouts and 
general information that is confidential such as trade secrets and protection of goodwill and 
reputation through the action of passing off. 
 
New information, be it a new computer program or novel device, developed by an 
organisation is valuable to it.  So too is the organisation name and reputation. 
 
While some protection is automatic, like copyright, other protection and rights must be 
obtained under various legislation.  When dealing with employees and third parties, ownership 
of existing and new rights needs to be clearly established so that rights are not lost.  
Obligations in relation to the use of certain property and any confidential information must 
also be clearly established. 
 
The three main points to remember are to: 
 
1.  Obtain the right to use the IP 
2.  Seek adequate protection 
3.  Take steps to ensure protection is maintained. 
 
It is a costly exercise to take action after the event when rights and obligations are not defined 
at the outset. 
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The following is a brief summary of the requirements for obtaining various intellectual 
property rights and how those rights are infringed. You should note that patents, and trade 
mark and design registration is obtained through the Australian Industrial Property 
Organisation. The sub-office in Brisbane has a number of pamphlets which go through the 
step by step process to obtain those rights. Alternatively, you can go there on the internet at 
http://www.aipo.gov.au. 
 
I will also be looking at issues that arise in relation to employees, selling and licensing 
intellectual property rights. 
 
Business Names 
 
A person or an entity trading under a business name must register that business name with the 
Office of Consumer Affairs.  However, the business names register is essentially for persons 
dealing with businesses.  The general public can use the register to ascertain the person or 
entity behind the business name. 
 
The business names register is not a service provided to protect the ownership in a name that a 
business may have.  A registered business name in Queensland does not give any exclusive 
rights to that name in Queensland or anywhere throughout Australia.  This is also the case 
with company and association registrations.  The bodies who administer those registers, do 
not undertake searches for similar names when an entity seeks registration.  It is only if an 
exact match of names is found that the new name will not be registered.  Therefore it is 
possible to have two very similar names registered as a business, association or company 
name. 
 
Operating under a registered business name, does not give any statutory rights.  The owner of 
the business name must rely on general law rights to enforce its ownership of the name.  
Where another entity uses the same or similar name, the original business must establish a 
number of factors before it can receive any relief from the courts.   
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They are: 
1. The business has a significant reputation in the name in respect of certain goods or 
services. 
2. The other business has used the same or a similar name in an effort to trade off the 
original businesses reputation in the name.  That is, the second business is passing 
itself off as sharing in that reputation or being in some way connected or associated 
with the original business. 
Rights also exist under the Commonwealth Trade Practices Act and the Fair Trading Act in 
each of the States.  Essentially, where a corporation engages in misleading or deceptive 
conduct, or conduct that is likely to mislead or deceive, the corporation will breach the Trade 
Practices Act.  That Act will also be breached where a corporation represents that it has some 
connection or affiliation with another entity or that its goods or services have the same 
qualities or characteristics, or come from the same source, as another entity when that is not 
the case.  The Fair Trading Acts contain similar provisions. 
Where an organisation uses a name or a logo to promote its business, the best protection for 
that name or logo is trade mark registration. 
Trade Marks 
A trade mark is a sign that is used to distinguish goods or services dealt with or provided in 
the course of trade by a person from any other person’s goods or services.  The registration 
and enforcement of trade mark rights is governed by the Trade Marks Act 1995.  Under that 
Act, a trade mark includes a word, letter, number or device.  It also now includes aspects of 
packaging, shape, colour, sound and smell. 
Clearly, this covers a wide range of signs that can be used to distinguish an organisation 
providing goods or services.  However, to be registrable, a trade mark must be distinctive, 
inherently capable of distinguishing or, through use, capable of otherwise distinguishing 
goods or services. 
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Whether or not a trade mark is inherently capable of distinguishing the goods or services of 
one organisation from those of another depends on whether the mark is one that other 
organisations providing those goods or services would be likely to want to use in relation to 
those goods or services.  For example, an organisation that intended to provide various 
counselling and support services for youth in Brisbane, would not obtain registration of the 
trade mark BRISBANE YOUTH SERVICES.  Any other organisation that intended to 
provide similar services would wish to use those words in relation to those services.  
However, if the organisation wishes to call their services ARC’D UP, then it is likely that it 
would be able to obtain registration of that mark. 
As well as indicating the particular trade mark sought, an applicant must also indicate for 
which goods or services it is proposed that the trade mark be registered.  There are 42 separate 
classes into which all goods and services are divided.  The cost of making an application 
varies depending on how many classes are sought. 
After an application is made, the Trade Marks Office must then accept or reject the 
application.  If the trade mark is accepted, the application is publicised and any other person 
may oppose the application on a number of different grounds.  Once any opposition is 
finalised, the trade mark will proceed to registration. 
On registration of a trade mark, the registered owner obtains the exclusive right to: 
1.  Use the trade mark; and 
2.  Authorise other persons to use the trade mark,  
in relation to the goods and all services in respect of which the trade mark is registered.  These 
exclusive rights extend throughout Australia but not internationally.  Trade marks must be 
obtained in each country where the trade mark is used in order to obtain maximum protection. 
A registered trade mark is an item of personal property.  Therefore, it may be sold or the 
subject of licences of use. 
A person infringes a registered trade mark if the person uses as a trade mark a sign that is 
substantially identical with, or deceptively similar  to, the trade mark in relation to the goods 
or services in respect of which the trade mark is registered.  The key issue there is whether the 
trade mark is substantially identical or deceptively similar  to the registered trade mark, and 
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whether or not it is used in relation to the same goods or services or, in an extension under the 
new Trade Marks Act, used in relation to goods or services that are of the same description or 
that are closely related to the registered goods or service. 
Essentially then a comparison is made between the registered trade mark and the alleged 
infringing trade mark to test whether they are substantially identical or deceptively similar.  
The phrase "deceptively similar" means that the question is asked whether or not the public 
would be caused to wonder whether the goods or services came from the same source as the 
goods or services in respect of which the registered trade mark is used. 
This means that there is no need for the registered trade mark owner to prove use, reputation 
or likelihood of deception.  The owners rights derive from the register.  There is no need to 
show that an organisation has attempted to trade off the reputation of the registered owner or 
has engaged in misleading or deceptive conduct.  The test of whether the public would be 
caused to wonder whether or not the goods or services came from the same source does not 
require any actual deception or even confusion in the minds of the public. 
Further, given the exclusive nature of the rights and the Australia-wide protection, it is more 
likely that disputes will be settled as the rights of the registered owner are clearly established.  
For this reason, any legal proceedings are likely to be more cost-effective. 
One last point in relation to trade marks: an association (that is not a body corporate) can 
apply for a trade mark. Where members of an association wish to distinguish the goods or 
services provided by them they should apply for a collective trade mark.  There are two 
important features of a collective trade mark: 
1.  One member doesn’t have the right to prevent another member form using the trade mark 
in accordance with the rules of the association; and 
2.  A collective trade mark cannot be assigned.  This means that if the association decides to 
establish a corporation to carry on the association’s business, the association cannot assign 
the trade mark to the new entity. 
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Copyright 
Copyright is essentially a bundle of exclusive rights granted under the Commonwealth 
Copyright Act.  That Act protects literary works, musical, dramatic and artistic works, sound 
recordings, film and television and sound broadcasts.  At its simplest, copyright is a right to 
reproduce the form of expression in those works.  It also includes the right to broadcast the 
work or publicly perform the work. 
Literary works include any text, tables, compilations and computer programs.  Artistic works 
include plans, diagrams, photographs and drawings as well as paintings and sculpture.  The 
work does not have to be a great literary classic or have any special artistic quality to qualify 
for copyright protection. 
It is important to note that copyright does not protect ideas or concepts.  It protects the form of 
expression used to convey an idea or concept.  Copyright does not protect names or titles.  
That is the subject of trade mark law. 
There is no registration procedure or other formal requirements to obtain copyright in a work.  
There is also no need to use the copyright symbol. However, it is best to use this symbol, the 
year of the work and the copyright owner’s name on any works. In this way  there can be no 
doubt that the work is subject to copyright. It also notifies any potential users from whom they 
should seek permission if they wish to use the work. 
To be protected a work must be an original.  This does not mean that the concept must never 
have been thought of before, or even expressed.  It does not mean novel.  What it means is 
that the work must not be copied from someone else's work.  It also means that the author 
must have exercised sufficient skill and judgement to create the work. 
As a general rule the author or creator of the work will be the owner of the copyright in the 
work.  However, if the work is made by an employee during the course of the duties of the 
employee, the copyright in the work will be owned by the employer.  Further, an organisation 
that engages and independent sub-contract or consultant may not automatically own copyright 
in any of the works that that person creates.  Where a work that is a portrait, photograph or an 
engraving, is commissioned, the commissioning party will own the copyright in the work 
subject to any agreement to the contrary.  However, where an independent contract or a 
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consultant is engaged to create other works, it is usual that the contractor or consultant will 
own copyright in the work.   
Therefore, any contract of engagement of those persons should deal with the assignment of 
copyright to the organisation if the organisation wishes to own copyright in the work.  Any 
assignment of copyright must be in writing and should be expressed such that the creator does 
not reserve any rights in the work. 
An example of a literary work: a non-profit organisation may have developed a manual for 
counselling people with a particular condition.  If this is an original work, copyright will 
subsist in it.  If it is copied or a substantial portion is copied without permission, copyright 
will be infringed.  Therefore if other organisations are given access there should be an 
agreement on the extent to which it can be used or copied. 
Who owns copyright in the manual - it maybe a number of contributors.  Or if they are all 
employees the employer will own copyright if the manual was produced in the course of 
employment.  If the organisation engaged a third party expert to write the manual, the third 
party will own copyright subject to any agreement assigning copyright. 
If the organisation develops the manual care must be taken when using photographs and 
diagrams from other publications as permission must be obtained from the copyright owner. 
It is conceivable that two people will independently create the same or very similar works, 
even using the same forms of expression.  Provided those works are independently created, 
and are not copied from any other source, both will be protected by copyright, and neither will 
infringe the copyright in the other. 
Another example of a literary work is a computer program developed by a non-profit 
organisation which schedules volunteer timetables, tasks and particular work groups.  
Copyright will subsist in the computer program and the same care must be taken in defining 
the rights of those who have access to the program. 
A computer program is a good illustration of the concept that copyright does not protect ideas, 
only the manner of their expression.  If a person views the program and then produces a 
program that performs the same functions copyright may not be infringed.  Copyright subsists 
in the source code (computer language) of the program.  If the program is written with a 
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different source code but achieves the same result there will be no infringement of copyright.  
Only the idea was copied, not its expression in the code. 
Copyright is infringed where a person does any of the acts held in the copyright without the 
permission of the copyright owner.  The most common act of infringement is that of 
reproduction in a material form.  To infringe, the reproduction must: 
1. Be a substantial reproduction, in a qualitative and quantitative sense; and 
2. have been copied from the work. 
Copyright infringement is not escaped by copying something less than 50% of a work.  
Infringement can occur notwithstanding that, quantitatively, only a small portion of the work 
has been used.  There must also be an assessment of whether or not, in terms of quality, there 
has been a substantial reproduction.  That is, if a small but central part of the work is copied 
there may be a substantial reproduction. 
Generally speaking the copyright in a published work (other than a photograph) will last for 
the life of the author of the work plus 50 years.   
 
Designs 
A design is a feature of shape, configuration, pattern or ornamentation that is applicable to an 
article and which is discernible to the eye.  Put simply, a design is the way something looks.  
Any article which is made in a three dimensional form clearly comprises a design, or a feature 
of shape or configuration.  Those three dimensional designs may also have designs of 
ornamentation or pattern applied to them. 
 
Designs which are novel as applied to an article can be registered in Australia under the 
Designs Act.  Registration gives a monopoly right in that design.  Designs can also be 
registered overseas on a country by country basis. 
 
Design registration gives the owner of the design the exclusive right to apply the design to that 
article, throughout Australia.  
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In order to obtain a valid design registration, generally speaking there must not be any public 
or unrestricted disclosure of the design prior to filing the application.  There is an exception to 
this rule.  That is, if there has been a disclosure of the design, but the design has not yet been 
industrially applied to an article, a design application can still be made.  A design is 
industrially applied to an article where more than 50 of those articles are made and sold or 
offered for sale anywhere in the world.  If the design has been industrially applied, the right to 
seek design registration is lost.   
 
Generally, speaking, any copyright in the design is also lost when the design has been 
industrially applied.  Therefore, where a design is developed, design registration should be 
sought early on so that rights in the design are not lost. 
 
The initial term of registration of a design is 12 months from the date of registration.  Within 
the first 12 months of registration, the owner can apply for an extension of the term to 6 years 
from the date of filing.  After that, registration can be renewed for 2 further periods of 5 years, 
making the total term of the design registration the maximum of 16 years. 
 
Patents 
 
Patents are obtained and regulated under the Patents Act.  Essentially, a patent is a temporary 
monopoly granted by the Crown to the patentee to exploit an invention in return for the 
disclosure of the invention to the public in the patent specification.  The patentee is granted 
the exclusive right, during the term of the patent, to exploit, and to authorise another person to 
exploit the invention.  The term “exploit” extends to the ability to make, hire, sell or otherwise 
dispose of the product or to use or import it. 
 
The Patents Act sets out the requirements for a patentable invention.  The invention must be: 
 
1. A manner of manufacture within the meaning of Section 6 of the Statute of Monopolies; 
2. When compared by the prior art base as it existed immediately before the priority date of 
the claim, novel and involve an inventive step; 
3. Useful; and 
4. Not have been secretly used in Australia before the priority date by the patentee or with 
the patentee’s authority. 
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It is impossible to give a clear definition of the meaning of the words “manner of 
manufacture”.  The term comes from the Statute of Monopolies, enacted in 1623.  The idea 
has been to keep the meaning of the words as broad as possible so that new developments 
which may never have been contemplated, may be the subject of a patentable invention.  
However, the word “manufacture” can extend to both a product and a process, something that 
is useful for its own sake and vendible as such.  It is something that belongs to the useful arts 
as distinct from the fine arts.  However, it does not extend to such things as methods of 
calculation, theoretical ideas, business schemes, or financial schemes.   
 
An invention must also be novel when compared to the prior art base.  This means that a 
comparison is made between the invention and information that has been publicly available.  
Novelty is compared to information available anywhere in the world where a standard patent 
is applied for.   
 
Novelty is also compared to any prior use of the invention.  The mere fact that the product or 
process has been used in public is sufficient to destroy the novelty of the invention.  For this 
reason, details of the invention should be kept confidential prior to any patent application 
being made.  It is also important to note that the invention cannot be secretly used prior to the 
patent application as this will also prevent the patent being granted.  However, secret use does 
not extend to trialing or experimenting the invention for the purposes of finding the best way 
in which it can be used. 
 
An example is a portable lifting device developed for use with the bed ridden.  It may be that a 
number of different prototypes are produced and used to develop the best model.  Use on a 
wide scale in nursing homes would constitute prior use and the invention would not then be 
novel as at the date of the application.  However, if the invention was used on site at a 
University for the purpose of experiment, and those involved in the testing were obliged to 
keep the invention confidential, there would not be prior use. 
 
An invention must also contain an inventive step to be patentable.  Inventive step is often 
equated with obviousness.  That is, if the invention is so obvious that it would occur to anyone 
acquainted with the subject material who wanted to achieve that end, it would not be 
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patentable.  Obviousness arises in particular where the invention does not go beyond the 
normal progress of technology and merely follows logically from existing technology.   
 
The inventor is the primary party to whom a patent will be granted.  In support of an 
application for a patent, the applicant must state who was the actual inventor and if the 
applicant is not the inventor, indicate their entitlement to the invention.   
 
Where there is more than one person involved in the creation of the invention, an assessment 
must be made in relation to the contribution of each person, not the inventive merit of the 
contribution.  Where the invention is the result of a collaboration between a number of people, 
it is likely that each of the collaborators will be entitled to be treated as jointly entitled with 
the others.  For example, a person may form an idea but may not know how to give effect to it.  
If another person then reduces the idea to an invention that can be the subject of a patent, it is 
likely that that contribution will entitle the second person to be treated as jointly entitled to the 
invention. 
 
Where an invention is made exclusively by an employee, the employer is not necessarily 
entitled to claim any rights in relation to the invention.  The employee is the inventor and is 
technically entitled to apply for a patent.  The Patents Act does not contain any specific 
provisions, as in the Copyright Act, that an employer automatically owns an invention 
produced by an employee.  The employer must argue that a claim by an employee to the 
benefit of an invention made while employed is inconsistent with the duty of good faith which 
an employee owes to his or her employer.  It must also be shown that the invention was made 
by the employee in the course of the employee’s employment.  This involves an examination 
of the entire relationship between the employer and the employee and an analysis of the nature 
and content of the employee’s duties.   
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Employees 
 
As you can see from the patent example, the issue of employees and who owns various rights 
can be a very grey area.  Any staff employed to carry out research or to develop new products 
or systems should enter into employment contracts which contain the following obligations: 
 
1. The assignment of patent rights worldwide; 
2. An obligation to make full and prompt disclosure of all inventive ideas; 
3. An obligation to maintain adequate records of research work undertaken; 
4. An obligation to assist the employer in filing and prosecuting any patent applications; 
5. A restraint on the disclosure of any research work by the employee without the employer’s 
permission; 
6. The rights and obligations of the employee after the cessation of employment. 
 
That list is equally appropriate to the development of trade marks, designs and copyright 
material.  Whilst the Copyright Act does give an employer the ownership of copyright works 
developed by an employee, the key is that the work must have been created in the course of 
employment.  That will depend on an analysis of what the employee was engaged to do. It 
also does not extend to independent contractors or works created by directors if they are not 
also employees. 
 
If there is a duty statement it may be relatively easy to define the scope of employment. But 
what if the employee develops something at home or at work, but after usual works hours. Or 
what if there is no duty statement? It far easier to establish the employee’s obligations at the 
outset and include in that list an assignment of any intellectual property rights by the 
employee. Of course this agreement must be signed and should be expressed to be in 
consideration of the employee’s employment. 
 
As part of this agreement some provision relating to confidential information should also be 
included. Again, such an obligation is generally imposed in relation to employees, in 
particular to information that is imparted on a confidential basis. However, it doesn’t hurt to 
put this obligation (and the consequences for breaching the obligation) in writing so that the 
employee is made aware of the position.  Such an agreement should also be used for 
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independent contractors (including a limitation as to how much of the information may be 
disclosed within that person’s or organisation’s business). 
 
The agreement should specify in particular certain information that should be kept 
confidential such as client lists and financial information.  It may also specify a period of time 
for which the information must be kept confidential. 
 
Government Funding 
 
Another area which requires precise agreements is government funding. Where funding is 
being provided for a project that may produce IP, care should be taken to ensure the 
ownership of that IP is dealt with. It may be that the government body has stipulated that it 
will own all or part of any resulting IP.  This should be the subject of negotiation so that 
ownership is clarified before the project commences. 
 
Selling and licensing Intellectual Property 
 
It is important to maintain protection of a IP where there are a number of users.  A non-profit 
organisation may be headed by a national body with other independently constituted and 
incorporated branches.  Each branch may need to use certain IP. 
 
Any licence to use IP, and a trade mark in particular, should deal with the following: 
 
The amount and manner of payment of any fee; 
The duration of use; 
The extent of use i.e. in respect of what goods or services and any geographical limitations; 
The manner of use i.e. whether items carrying the trade mark must be approved by the owner; 
Grounds for termination of the licence; 
Any rights to sublicence the right to use the trade mark. 
 
An assignment of a IP can be quite brief, eg specify the IP, price and effective date, but should 
deal with whether or not the goodwill associated with the IP is also being assigned.  There 
should also be warranties that the assignor has title to the IP, that the IP has not been 
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previously assigned, and that the assignment does not breach any third party’s rights to the 
knowledge of the assignor. 
 
When purchasing a trade mark is also important to ensure each relevant trademark is being 
assigned.  Historically where a person obtained the same trade mark in more than one class, 
each trade mark was linked and could not be dealt with separately.  However, now they can be 
assigned separately.  Therefore it is possible to obtain a trade mark and then have difficulty 
using it because the assignor or a third party has the same trad e mark in respect of similar 
goods or services. 
 
It is no longer necessary for a licensed user to register the user agreement with the Trade 
Marks Office.  However a licence may record their interest on a voluntary basis.  Such a 
recordal does not grant any rights or acknowledge the validity of the licence.  It merely 
entitles the organisation recorded to be notified of any proposed dealings with the trade mark 
of an assignment or withdrawal of the trade mark from the register. There are no specific 
provisions in relation to licences of other IP. 
  
Conclusion 
 
As I said at the outset, when dealing with intellectual property it is vital to: 
 
1.  obtain the right to use the IP; 
2.  seek adequate protection; and 
3.  takes steps to ensure protection is maintained. 
 
Any organisation should develop a policy and pan of attack in relation to these issues.  It is so 
much easier to establish rights, obligations and ownership at the outset than it is to fight your 
way out dispute with its associated costs, time and energy. 
